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On Fr iday, December  15, 2017, in an anticipated 
decision, the Federal Cir cui t r uled that the 
scandalous clause of the Lanham Act was 
unconsti tutional on Fir st Amendment grounds. 
See In re Brunetti, No. 2015-1109 (Fed. Cir. Dec. 15, 
2017). This decision comes several months after  
the Supreme Cour t?s decision in Matal v. Tam, 137 
S. Ct. 1744 (2017), which aff i rmed the Federal 
Cir cui t?s decision that the disparagement clause 
of the Lanham Act, contained in the same section 
as the scandalous clause, was unconsti tutional.

Pr ior  to this decision and in the Supreme Cour t?s 
holding in Matal, section 2(a) of the Lanham Act 
al lowed the United States Patent and Trademark 
Off ice (?USPTO?) to r efuse to r egister  a tr ademark 
that ?[c]onsists of or  compr ises immoral, 
deceptive, or  scandalous matter ; or  matter  which 
may disparage or  falsely suggest a connection 
w ith per sons, l iving or  dead, insti tutions, bel iefs, 
or  national symbols, or  br ing them into contempt 
or  disrepute . . . ." 15 U.S.C. § 1052(a). 
Tradi tionally, the USPTO would evaluate whether  
a mark should be r efused i f  ??a substantial 
composite of the general public? would f ind the 
mark scandalous, defined as ?shocking to the 
sense of tr uth, decency, or  propr iety; disgraceful; 
offensive; disreputable; . . . giving offense to the 
conscience or  moral feel ings; . . . or  cal l ing out for  
condemnation.? In re Brunetti, sl ip op. at 3 
(internal ci tations omitted). The USPTO also could 
determine i f  a mark was ?scandalousness by 
establishing that a mark is ?vulgar.?? Id. This 
determination was made in the context of 
contemporar y atti tudes, which means that the 
determination of what is scandalous or  immoral 
would change over  time.

As background, Mr. Brunetti  ow ns the clothing 
brand ?fuct,? and in 2011, two individuals f i led 
an intent-to-use application for  the mark FUCT 
for  var ious clothing i tems. Id. at 4. The 
individuals assigned the application to Mr. 
Brunetti , who amended i t to al lege use of the 
mark. The USPTO refused the application for  

tr ademark r egistr ation for  the word ?Fuct? for  
use on clothing apparel on the grounds that i t 
compr ised immoral or  scandalous mater ial. As 
par t of i ts r easoning, the examining attorney 
noted that FUCT is the past tense of the verb 
?fuck,? which is considered a vulgar  word and 
therefore scandalous. Id. Mr. Brunetti  r equested 
r econsideration and appealed the decision to the 
Trademark Tr ial and Appeal Board (?TTAB? or  
?the Board?) to no avai l . Fol low ing the decision of 
the Board, Mr. Brunetti  appealed the decision to 
the Federal Cir cui t.

Mr. Brunetti?s main argument before the cour t 
was that the substantial evidence rel ied upon by 
the Board to f ind the mark FUCT vulgar  under  
section 2(a) of the Lanham did not suppor t this 
f inding. Fur ther , even i f  the mark was vulgar , Mr. 
Brunetti  asser ted that section 2(a) did not 
expressly prohibi t r egistr ation of vulgar  marks 
and that where there is doubt as to the meaning 
of the mark, as was w ith the mark FUCT, then the 
mark should be approved for  r egistr ation. Id. at 
5. As an alternative, Mr. Brunetti  challenged the 
consti tutionali ty of section 2(a)?s prohibi tion on 
scandalous or  immoral marks.

The Federal Cir cui t did f ind that the mark FUCT 
was vulgar  and therefore scandalous. See id. at 
6-9. In i ts analysis, the cour t noted that 
substantial evidence did suppor t the Board?s 
f inding that ??fuct? is a ?phonetic tw in? of ?fucked,? 
the past tense of the word ?fuck,?? and was 
suff icient to the r elevancy of whether  Mr. 
Brunetti?s mark FUCT was vulgar. Id. at 6. 
Fur ther , the evidence in the marketplace 
r egarding the use of Mr. Brunetti?s mark 
bolstered the Board?s f inding? the mark was used 
on products that contained sexual imager y and 
was perceived by consumers as having a sexual 
connotation. Id. at 6-7. The cour t concluded that 
Mr. Brunetti?s arguments had no mer i t and that 
the Board did not er r  in concluding that the mark 
was not r egistr able under  section 2(a).

Although Judge Moore noted that the ?tr ademark 



at issue is vulgar ,? the Federal Cir cui t found that 
the Fir st Amendment protects pr ivate speech, 
even in cases where i t is offensive to the general 
public, and the scandalous clause amounted to a 
content-based discr imination on speech. Citing to 
the Supreme Cour t?s decision in Matal, the 
Federal Cir cui t noted that the Supreme Cour t left 
the question open of whether  the test ar ticulated 
in Central Hudson ?provides the appropr iate test 
for  deciding fr ee speech challenges to provisions 
of the Lanham Act?; however , the Federal Cir cui t 
applied this test here and concluded that the 
scandalous provision discr iminates based on 
content in violation of the Fir st Amendment. Id. 
at 12-13; 566 (1980). 

In cases where speech based on content is 
r estr icted, str ict scrutiny r eview  must be applied, 
which r equir es the government to demonstrate 
that the r estr iction fur ther s a compell ing interest 
and is nar row ly tai lored to achieve that interest. 
Id. at 13. Although, the government conceded that 
the bar  for  r egister ing scandalous or  immoral 
marks under  section 2(a) is a content-based 
restr iction, the government argued that 
tr ademarks are commercial speech, and thus 
intermediate scrutiny should be applied and 
therefore was an appropr iate r estr iction under  
this type of scrutiny. Id. at 14 . In r ejecting this 
argument, the cour t noted that tr ademark 
r egistr ation is not a government subsidy 
program, and the cases discussing government 
subsidies did not justi fy the government?s 
content-based restr iction on immoral or  
scandalous marks. See id. at 14-20.

Additionally, the Federal Cir cui t found that 
tr ademark r estr iction is not l imited to a public 
forum. The consti tutionali ty of speech 
restr ictions on government proper ty are 
analyzed under  the Supreme Cour t?s ?forum 
analysis", under  which the government can 
regulate proper ty ?in i ts charge? and place l imits 
on speech. Id. at 20. Here, the government argued 
that the federal program for  tr ademark 
r estr iction was a l imited public forum and thus 
could subject section 2(a) to content-based 
restr ictions on speech. Id. at 21.The Federal 
Cir cui t concluded that the r egistr ation and use of 
tr ademarks was not in l ine w ithin the public or  
l imited public forum cases, and ?bears no 
r esemblance to these l imited public forums.? Id. 
at 24. Just because the r egistered tr ademarks 
appear  on the government?s r egistr ar , this is not 
enough to ?tr ansform? the tr ademark r egistr ation 

into a l imited public forum. Id. at 25.

Fur thermore, the Federal Cir cui t concluded that 
because the scandalous clause targeted the 
expressive content of speech, str ict scrutiny 
should apply. In i ts analysis, the cour t noted that 
although tr ademarks do convey a commercial 
message, they may also contain expressive 
content and stated that ?[t]here can be no 
question that the immoral or  scandalous 
prohibi tion targets the expressive components of 
speech.? Id. at 27. The cour t r el ied on a point 
made by Justice Kennedy in the Matal decision 
that unl ike the provisions of the Lanham Act that 
discuss the source-identi fying information of a 
mark, the disparagement clause, and in turn the 
scandalous clause, base rejection off  an 
expressive message and not the commercial 
components of a tr ademark. Id. at 27-28. For  
these reasons, the Federal Cir cui t concluded that 
the scandalous clause of section 2(a) would be 
unconsti tutional i f  str ict scrutiny applied. Id. at 
28.

Moreover , the Federal Cir cui t held that the 
scandalous clause of the Lanham Act did not even 
pass intermediate scrutiny. Relying on the 
four -par t test for  commercial speech ar ticulated 
in Central Hudson Gas & Electric Corp. v. Public 
Service Commission, 447 U.S. 557, the Federal 
Cir cui t asked ?whether  (1) the speech concerns 
law ful activi ty and is not misleading; (2) the 
asser ted government interest is substantial; (3) 
the r egulation dir ectly advances that government 
interest; and (4) whether  the r egulation is ?not 
more extensive than necessar y to ser ve that 
interest.?? Id. (ci ting Central Hudson, 447 U.S. at 
566).

Although the cour t found that the scandalous 
clause clear ly met the f i r st prong, the cour t 
concluded that the second prong requir ing a 
substantial government interest was not met: 
?The only government interest r elated to the 
immoral or  scandalous provision that we can 
discern from the government?s br ief ing is i ts 
interest in ?protecting public order  and 
morali ty.?? Id. at 29 (internal ci tation omitted). In 
i ts analysis, the cour t noted that the government 
does not have a substantial interest in promoting 
cer tain tr ademarks over  other s and rel ied upon 
the Supreme Cour t?s r easoning in Matal v. Tam 
that tr ademarks are not government speech and 
cannot be r egulated as such. See id. at 30-31. 
Fur thermore, the cour t stated that the precedent 
of the Supreme Cour t, ?makes clear? that the 



government?s interest in protecting the public 
from marks i t views as ?off-putting? is not a 
substantial government interest that can be used 
to suppress speech and rel ied upon the Supreme 
Cour t?s decision in Matal to suppor t i ts analysis. 
Id. at 31-32. Additionally, the Federal Cir cui t 
noted that the government also does not have a 
substantial interest in protecting the public from 
scandalousness and profani ties and rejected the 
government?s r el iance on FCC v. Pacifica 
Foundation, 438 U.S. 726 (1978), which upheld the 
consti tutionali ty of an order  declar ing a r adio 
broadcast as indecent and potential ly 
sanctionable. Id. at 33-34. The cour t noted that 
government?s interest in protecting the public 
from scandalous or  immoral marks was not the 
same as the government?s interest in protecting 
chi ldren and other  unsuspecting l isteners from 
an onslaught of swear  words, which was the case 
in Pacifica. Id. at 34.

With r espect to the thir d prong of Central 
Hudson, the cour t noted the government also 
would not meet this prong. The scandalous clause 
would not prevent prospective tr ademark 
applicants from using their  marks, even i f  the 
mark is not federal ly r egistered, and in the age of 
the Internet, the cour t stated that the government 
?has completely fai led? to protect the general 
population from scandalous mater ial. Id. at 35.

Lastly, the Federal Cir cui t held that no matter  
what the government's interest was, i t could not 
meet the four th prong of the Central Hudson test. 
Id. The cour t stated that the ?inconsistent 
application? of the scandalous clause ?create[d] 
an ?uncer tainty [that] undermines the l ikel ihood 
that the [provision] has been careful ly tai lored,?? 
and noted that near ly identical marks have been 
approved or  r ejected by di f ferent examining 
attorneys, including marks that r eference the 
vulgar  term ?fuck.? Id. at 35-36 (internal ci tation 
omitted). For  these reasons, the Federal Cir cui t 
concluded that the scandalous clause does not 
pass muster  under  the Central Hudson test and 
fai led to pass intermediate scrutiny r eview.

Lastly, the major i ty noted that statutes are 
constr ued as nar row ly as possible to preser ve 
their  consti tutionali ty. However , the cour t found 
i t was not r easonable to constr ue the scandalous 
or  immoral clause to be confined to obscene 
mater ial, which was l imited to mater ial of a 
sexual nature. Id. at 38-41. In a separate 
concur rence, Judge Dyk disagreed w ith the 
major i ty?s conclusion that there could be no 

r easonable nar row  construction of the statute to 
preser ve the consti tutionali ty of i t and urged 
adopting a nar row ing constr uction. Judge Dyk 
suggested that one possible r eading could be to 
l imit the clause to cover  obscene marks, which 
are not enti tled to Fir st Amendment protection. 
See id. at 2 (Dyk, J. concur r ing). However , Judge 
Dyk did note that because Mr. Brunetti?s mark 
was not obscene, the decision of the Board must 
be r eversed and concur red w ith the judgment. Id. 
at 8 (Dyk, J. concur r ing).

This decision is distinct from Matal in that the 
Supreme Cour t r uled that the disparagement 
clause consti tuted view point discr imination, 
whereas the Federal Cir cui t concluded that the 
scandalous clause was a content-based 
restr iction. Due to the r ecent nature of the 
decision in In re Brunetti, no peti tion for  a w r i t of 
cer tiorar i  has been f i led to date challenging the 
Federal Cir cui t?s decision.

Because the r estr ictions of the disparagement 
clause and scandalous clause no longer  exist, and 
as of yet, there are no apparent r estr ictions on 
who can take advantage of these decisions, this 
may result in more tr ademark applications for  
offensive terms. The question now  w i l l  center  on 
whether  there w i l l  be any r estr ictions on such 
controversial tr ademarks at al l .


