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In 2017, both the disparagement and scandalous 
clause of the Lanham Act were successful ly 
challenged in Matal v. Tam and In re Brunetti. The 
Supreme Cour t in Matal, and the Federal Cir cui t 
in Brunetti, concluded that these clauses violated 
the Free Speech Clause under  the Fir st 
Amendment on the grounds of view point 
discr imination and content-based restr iction, 
r espectively. These recent decisions have 
signi f icant implications for  those seeking to 
r egister  marks w ith offensive terms that would 
tr adi tionally be r ejected, and fol low ing these 
decisions, there are no apparent r estr ictions on 
enti ties or  individuals that can take advantage of 
these decisions. However , w i th r espect to 
Brunetti, the United States Patent and Trademark 
Off ice (?USPTO?) f i led a peti tion for  cer tiorar i  on 
September  7, 2018, challenging the Federal 
Cir cui t?s holding that the scandalous clause was 
unconsti tutional on Fir st Amendment grounds. I f  
the Supreme Cour t does grant cer t, the decision 
may provide more clar i ty on what r estr ictions, i f  
any, sti l l  exist on the r egistr ation of offensive 
marks. The response to the peti tion for  cer tiorar i  
is due on November  8, 2018 and w i l l  be a case to 
watch.  

Backgr ound  

Although tr ademark protection has long existed 
under  both the common law  and state statues, 
the enactment of the Lanham Act, 15 U.S.C. § 1051 
et seq., provided additional protections to 
individuals and businesses who applied for  
federal tr ademark r egistr ation.  See Peti tion for  
Wr i t of Cer tiorar i  at 3, Iancu v. Brunetti  (No. 
18-302) (Sept. 7, 2018).  The benefi ts confer red 
through federal r egistr ation of a mark include (i ) 
constr uctive notice of the holder?s ow nership 
claim to the mark; (i i ) pr ima facie evidence of the 
ow ner?s exclusive r ight to use the mark in 
connection w ith the claimed goods and ser vices; 
(i i i ) the r ight to use the ?®? symbol w ith the 
mark; and (iv) the abi l i ty for  the mark to become 
?incontestable? after  being r egistered for  f ive 
years, which means that the mark may only be 

challenged on l imited grounds after  f ive years 
have elapsed since r egistr ation.  Id. at 4.  

Excluded from these added federal protections 
were cer tain types of marks which the Lanham 
Act did not consider  r egistr able. Among these 
restr ictions, the USPTO was requir ed to ?refuse 
registr ation? of marks that ?[c]onsist[] of or  
compr ise[] immoral, deceptive, or  scandalous 
matter.?  15 U.S.C. § 1052(a). This clause, 
commonly know n as the scandalous clause, l imits 
the r egistr ation of marks under  the Lanham Act 
and was challenged by Mr. Brunetti  as 
unconsti tutional under  the Fir st Amendment?s 
Free Speech Clause.  

General ly, when determining i f  a proposed 
tr ademark should be bar red as immoral or  
scandalous, the USPTO would ask whether  a 
??substantial composite of the general public? 
would f ind the mark scandalous.? Peti tion for  
Wr i t of Cer tiorar i  at 5, Iancu v. Brunetti  (No. 
18-302) (Sept. 7, 2018) (internal ci tation omitted). 
Under  this analysis, the USPTO defined 
?scandalous? as ?shocking to the sense of tr uth, 
decency, or  propr iety; disgraceful; offensive; 
disreputable; . . . giving offense to the conscience 
or  moral feel ings; . . . or  cal l ing out for  
condemnation.?  Id. (internal quotation marks 
and ci tation omitted). Additionally, the USPTO 
could deny r egistr ation i f  the mark was found to 
be ?vulgar ,? i .e. ?lacking in taste, indelicate, [or ] 
moral ly crude.? Id. (internal quotation marks and 
ci tation omitted). In ei ther  analysis the USPTO 
based i ts determination on the contemporar y 
beliefs of society meaning that the outcome can 
var y over  time as the public?s atti tude on what is 
considered scandalous or  immoral evolves. In re 
Brunetti, Ser ial No. 85310960, 2014 WL 3976439 at 
*2 (T.T.A.B. Aug. 1, 2014) (hereinafter  ?TTAB 
Opinion?) (internal ci tations omitted). 

Whi le the USPTO has been implementing this 
r ule since 1905, the r ecent Supreme Cour t 
decision in Matal inval idating § 1052(a)?s ban on 
disparaging marks has cal led into question the 
consti tutionali ty of § 1052(a)?s ban on immoral 
and scandalous marks (the ?scandalous 
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provision?).  See Matal v. Tam, 137 S. Ct. 1744 
(2017).  Simi lar  to the issue in Matal, the question 
in the present Iancu v. Brunetti case is whether  
the scandalous provision violates the Free Speech 
Clause of the Fir st Amendment. See Matal v. Tam, 
137 S. Ct. 1744 (2017); Peti tion for  Wr i t of 
Cer tiorar i  at I , Iancu v. Brunetti  (No. 18-302) 
(Sept. 7, 2018). 

Pr ocedur al  Histor y  

The instant Iancu v. Brunetti case ini tial ly stems 
from the USPTO?s refusal of Mr. Brunetti?s 
application for  federal r egistr ation of the mark 
?FUCT? in connection w ith apparel. Peti tion for  
Wr i t of Cer tiorar i  at 5, Iancu v. Brunetti  (No. 
18-302) (Sept. 7, 2018).  As background, Mr. 
Brunetti  had been using the term ?fuct? w ith his 
clothing brand since 1990, and in 2011, he 
applied for  federal r egistr ation of the mark. Id. 
Mr. Brunetti?s application was denied r egistr ation 
under  § 1052(a) because the examining attorney 
found that the mark consisted of scandalous 
matter. Id.; TTAB Opinion at *1. As evidence of 
the mark?s scandalous nature, the examining 
attorney determined that the term ?fuct? was a 
homonym for  the past tense of the word ?fuck.? 
TTAB Opinion at *1. As such, the examiner  
r efused registr ation of the mark for  containing a 
term which is commonly r egarded as ?vulgar , 
profane, and scandalous slang.? Id. (internal 
quotation marks omitted).  

Mr. Brunetti  r equested r econsideration, claiming 
that the mark was a coined term that has no 
meaning outside of his brand name. Id. The 
examining attorney denied his r equest, and 
fol low ing the denial, Mr. Brunetti  f i led an appeal 
to the USPTO?s Trademark Tr ial and Appeal 
Board (?TTAB?) and alternatively argued that the 
scandalous provision violates the Fir st 
Amendment. Id. The TTAB rejected Mr. Brunetti?s 
asser tion that the mark is a coined term w ith no 
alternate meaning as incredulous and aff i rmed 
the r efusal, concluding that consumers would 
identi fy the term ?fuct? w ith the vulgar  word 
w ith which i t is a phonetic equivalent. Id. at 
*4-*6. With r espect to Mr. Brunetti?s 
consti tutionali ty claim, the TTAB acknow ledged 
that i t did not have the statutor y author i ty to r ule 
on that par ticular  issue and noted that i t was a 
question better  sui ted for  an Ar ticle I I I  cour t. Id. 
at *5. 

Undeter red by the TTAB?s rul ing, Mr. Brunetti  
then appealed the TTAB?s decision to the Cour t of 

Appeals for  the Federal Cir cui t. At the Federal 
Cir cui t, Mr. Brunetti  argued (i ) that the f inding 
that his mark was vulgar  was unsubstantiated 
and should be r eversed; and (i i ) in the alternative 
that § 1052(a)?s ban on scandalous marks was 
unconsti tutional under  the Fir st Amendment?s 
Free Speech Clause.  In re Brunetti, 877 F.3d 1330, 
1337 (Fed. Cir. 2017). In r eview ing the TTAB?s 
decision, the Federal Cir cui t agreed that the 
evidence did suppor t a f inding that ??fuct is a 
?phonetic tw in? of ?fucked,?? and was a vulgar  
term.  Id. at 1337-38. As such, the Federal Cir cui t 
found that the TTAB did not er r  in concluding the 
mark was not r egistr able under  § 1052(a)?s 
scandalous provision. Id. at 1339-40. 
Never theless, in addressing Mr. Brunetti?s 
consti tutional challenge, the Federal Cir cui t held 
that the scandalous provision of the Lanham Act 
was unconsti tutional under  the Fir st 
Amendment.  Id. at 1357.  

In f inding the scandalous provision 
unconsti tutional, the Federal Cir cui t r el ied on the 
Supreme Cour t?s decision in Matal, which held § 
1052(a)?s ban on disparaging marks was a 
view point r estr iction that violated the Free 
Speech Clause of the Fir st Amendment. See e.g. 
Matal, 137 S. Ct. 1744, 1751 (2017). Although the 
Federal Cir cui t acknow ledged that the scandalous 
provision involved a content-based restr iction 
r ather  than a view point r estr iction, i t concluded 
that ?the provision impermissibly discr iminates 
based on content in violation of the Fir st 
Amendment.? Brunetti, 877 F.3d at 1341.  

Under  Fir st Amendment precedent 
?content-based statutes are presumptively 
invalid? and must pass str ict-scrutiny r eview  in 
order  to be found consti tutional. Id. at 1342 
(internal ci tation omitted). The USPTO provided 
two main arguments for  why Fir st Amendment 
str ict scrutiny should not be applied: f i r st, 
tr ademark r egistr ation does not implicate the 
Fir st Amendment because i t is ei ther  a 
government subsidy program or  a l imited public 
forum; or  in the alternative, tr ademarks are 
commercial speech, which only r equir e 
intermediate scrutiny under  the test ar ticulated 
in Central Hudson Gas & Electric Corp. v. Public 
Service Commission, 447 U.S. 557, 566 (1980). The 
Federal Cir cui t ultimately found the USPTO?s 
arguments unpersuasive under  both the str ict 
scrutiny and intermediate scrutiny analyses.   

With r espect to the USPTO?s str ict scrutiny 
arguments, the Cour t held that tr ademark 
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registr ation does not consti tute a government 
subsidy program nor  a l imited public forum. See 
Brunetti, 877 F.3d at 1342-43 (noting that 
tr ademark r egistr ation is not a government 
subsidy program); id. at 1346-48 (f inding that 
tr ademark r egistr ation is not a l imited public 
forum). In r ul ing that str ict scrutiny applies, the 
Cour t stated that whi le tr ademarks convey a 
commercial message, they ?often have an 
expressive content.?  Id. at 1349 (quoting Matal, 
137 S. Ct. at 1760). Noting that ?[s]peech may not 
be bar red on the grounds that i t expresses ideas 
that offend,? the Federal Cir cui t concluded that 
the scandalous provision fai led str ict scrutiny 
because ?whether  marks compr ise immoral or  
scandalous subject matter  hinges on the 
expressive, not source-identi fying, nature of 
tr ademarks.? Id. at 1341, 1349; see also Matal, 137 
S. Ct. at 1751.  

With r espect to the USPTO?s alternative argument 
that tr ademarks are commercial speech, which 
only r equir e intermediate scrutiny, the Federal 
Cir cui t also found this posi tion unconvincing. 
Under  Central Hudson?s intermediate scrutiny 
test for  commercial speech, the cour t must 
evaluate ?whether  (i ) the speech concerns law ful 
activi ty and is not misleading; (i i ) the asser ted 
government interest is substantial; (i i i ) the 
r egulation dir ectly advances that government 
interest; and (iv) whether  the r egulation is ?not 
more extensive than necessar y to ser ve that 
interest.?? 447 U.S. 557, 566 (1980). In applying 
this analysis, the Federal Cir cui t found that whi le 
the f i r st prong was clear ly met, the USPTO fai led 
to prove the other  three prongs. Brunetti, 877 F.3d 
at 1350-55. Thus, the Federal Cir cui t concluded 
that the scandalous provision also fai led to under  
intermediate scrutiny. Id. at 1355. 

Having fai led under  both str ict scrutiny and 
intermediate scrutiny analyses, the Federal 
Cir cui t held that the scandalous provision was 
facial ly inval id for  violating the Free Speech 
Clause of the Fir st Amendment. Id. at 1357. The 
USPTO peti tioned the Federal Cir cui t for  a 
r ehear ing en banc but was denied. In re Brunetti, 
No. 2015-1109 (Fed. Cir. Apr. 12, 2018) (denying 
peti tion for  r ehear ing en banc).  Fol low ing the 
Federal Cir cui t?s denial of an en banc hear ing, the 
USPTO f i led the instant Peti tion for  Wr i t of 
Cer tiorar i  on September  7, 2018. 

  

Quest ion Pr esented to the Supr em e Cour t  

As stated in the USPTO?s Peti tion for  Wr i t of 
Cer tiorar i , the question presented is: 

Whether  Section 1052(a)?s prohibi tion on the 
federal r egistr ation of ?immoral? or  ?scandalous? 
marks is facial ly inval id under  the Free Speech 
Clause of the Fir st Amendment. 

See Peti tion for  Wr i t of Cer tiorar i  at I , Iancu v. 
Brunetti  (No. 18-302) (Sept. 7, 2018). 

USPTO?s Pet i t i on for  Cer t i or ar i  - Ar gum ents 
Pr esented  

The USPTO f i led i ts Peti tion for  Wr i t of Cer tiorar i  
r equesting that the Supreme Cour t r eview  the 
Federal Cir cui t?s decision. The USPTO asser ted 
three main arguments for  why the Federal 
Cir cui t?s decision war rants r eview. Fir st, the 
USPTO argued that Matal should not be viewed as 
control l ing law  because the disparagement clause 
at issue in Matal consti tuted view point 
discr imination, which is distinguishable from the 
view point neutral r estr ictions of the scandalous 
provision.  Peti tion for  Wr i t of Cer tiorar i  at 12-14, 
Iancu v. Brunetti  (No. 18-302) (Sept. 7, 2018). In 
suppor t of i ts posi tion, the USPTO ci ted to Justice 
Kennedy?s concur r ing opinion in Matal, which 
noted that this decision does not present ??the 
question of how  other  . . . provisions of the 
Lanham Act should be analyzed under  the Fir st 
Amendment.?? Id. at 14 (quoting Matal, 137 S. Ct. 
at 1768). Because the USPTO prohibi ted the 
r egistr ation of scandalous terms to al l  applicants, 
the USPTO claims that i ts content based 
restr iction did not affect the expressive nature of 
tr ademarks, and as such should not be examined 
under  the same analysis as Matal. Id. at 14-15.  

Second, the USPTO asser ted that the scandalous 
provision ?does not prohibi t any speech, 
proscr ibe any conduct, or  r estr ict the use of any 
tr ademark.? Id. at 10. In suppor t of this claim, the 
USPTO argued that federal r egistr ation is 
voluntar y and that even w ithout federal 
r egistr ation, Mr. Brunetti  can use his mark to 
identi fy his goods, which he has been doing since 
at least 1990. Id. at 16-17. Fur thermore, the 
USPTO noted that even w ithout federal 
r egistr ation, both federal and common law  
remedies are sti l l  avai lable to Mr. Brunetti  to 
enfor ce his r ights over  the mark. Id. Accordingly, 
the USPTO reasoned that although the Fir st 
Amendment prohibi ts the government from 
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denying fr ee speech, Mr. Brunetti  cannot r equir e 
the USPTO to assist him in expressing his speech 
through federal tr ademark r egistr ation. Id. at 
18-19. 

Thir d, the USPTO claimed that the Federal Cir cui t 
er r ed when i t held that tr ademark r egistr ation is 
not a government subsidy program, a l imited 
public forum, or  commercial speech. Id. at 20-24. 
In r ei terating i ts posi tions on these issues, the 
USPTO asser ted that ?[u]nder  the proper  analysis, 
the Fir st Amendment does not prohibi t Congress 
from making vulgar  terms and graphic sexual 
images inel igible for  federal tr ademark 
r egistr ation.? Id. at 10.  

The USPTO concluded w ith a warning that i f  the 
Federal Cir cui t decision is not r eversed, there w i l l  
be no legal r emedy w ith which the USPTO can 
prevent an inf lux of applications for  highly 
offensive, vulgar , and/or  obscene marks from 
being r egistered. See id. at 23-25. 

Look ing For war d: The Potent i al  Im pl i cat i ons  

Given the simi lar , albei t not exact analyses used 
in Matal v. Tam and in In re Brunetti, i t seems 
unlikely that the Supreme Cour t w i l l  grant the 
USPTO?s Peti tion for  Wr i t of Cer tiorar i . The 
el imination of r estr ictions w ith r espect to 
scandalous marks may mean that the USPTO 
could see an uptick in the number  of applications 
f i led containing scandalous mater ial and that 
moving for ward there w i l l  not be a procedure in 
which these marks can be bar red from federal 
r egistr ation. This cal ls into question whether  al l  
scandalous marks w i l l  be r egistr able, or  i f  there 
are yet-to-be-determined l imitations that can 
pass consti tutional muster. One possible 
l imitation was raised by Judge Dyk?s in his 
concur rence to the Federal Cir cui t?s Brunetti 
decision and would include bar r ing r egistr ation 
of marks considered obscene. In his concur rence 
Judge Dyk speci f ical ly noted that obscene marks 
are not protected by the Fir st Amendment. 
Brunetti, 877 F.3d at 1358-59. Therefore, this kind 
of analysis for  obscenity r ejections may become a 
more prominent tool for  examiners looking to 
l imit applications for  federal r egistr ation of 
?scandalous? marks. These denials, as well  as 
denials based on other  provisions of the Lanham 
Act, could lead to additional challenges to those 
provisions. However , unti l  cour ts weigh in on 
these potential implications of the 
unconsti tutionali ty of the disparagement and 
scandalous clauses, the USPTO w i l l  l ikely be 

issuing updated guidance stating that federal 
r egistr ation is avai lable for  al l  scandalous marks. 


